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Disclaimer 

The information presented in this presentation 
does not constitute legal advice. 
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1. Consider the Right Type of Mentality 
2. Application Parts + Strategies 

Summary 
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The Right Type  
of Mentality 
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 Scientific Method: : 1) collect observations; 2) 
formulate hypothesis; 3) test hypothesis; 4) analyze; 
5) formulate conclusions 

 Logical, analytical, concise 
 Examples 
 Lab Notebook 

Scientific Perspectives 
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 Legal Method: 1) gather facts; 2) look up the law; 3) 
apply facts to the law; 4) analyze; 5) conclude 

 Logical, analytical, thorough 
 Example 
 Litigation Brief 

Legal Perspectives 
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 End goal is different 
 Inventor: focus on make whatever is found or known PUBLIC 

to the world 
 Lawyer: focus on best interest of his/her client; protect the 

inventor’s discovery BEFORE it is made public if possible 

 Short terms are different 
 Inventor: wants to get back to research 
 Lawyer: wants to get as much information as possible  

 

Differences in Perspective 
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 An effective lawyer will draft a patent application in 
view of litigation perspectives 

 For example: 
 Have very clear definitions 
 Provide many clear examples and embodiments 
 Clear claim differentiation or alternative claim sets 

 
 

Litigation Perspectives 
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Application Parts  
+ 

Strategies 
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 Priority and Background 
 Summary of the Invention 
 Brief Description of the Drawings 
 Detailed Description 
 Claims 

Summary 
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 US4685151  (granted 8/11/87) 
 Priority: 

Priority 
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 Is it better to claim as far back as possible? 
 Consider patent term. 
 Consider litigation patent family complexities – what benefit 

are you actually getting? 

 Need to “incorporate by reference” 
 Combine multiple applications into one (e.g. via a 

CIP) 

Priority Strategies 
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Field and Background 
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 Field: The present invention generally relates to [X], 
and has a certain specific application to [X]. 
 Keep it brief and general 

 Background 
 use vague, cursory terms; anything you say can and will be used 

against you 
 give support or reason for unexpected results, solution to long-

standing problem, etc. 
 

Field and Background Strategies 
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Summary of the Invention 
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 A [system, method, apparatus, etc.] are provided for 
[X].  

 Mirror your claim language in a general sense in 
both your “summary” and “abstract” of the 
Specification. 

Summary of the Invention Strategies 
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Brief Description of the Drawings 
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 Figure 1 illustrates [X], in accordance with one 
possible embodiment.  

 Don’t need to be too detailed – just indicate very 
concisely what is in the drawing 

Brief Description  of the Drawings Strategies 
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Detailed Description 
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 Order 
 Describe a broad embodiment first 

 Describing a figure 
 Figure [X] illustrates [X], in accordance with one possible 

embodiment. Optionally, [X] may be implemented in the 
context of any of the foregoing figures. 

 software modification: Optionally, [X] may be implemented in 
the context of any of the foregoing figures, or in any other 
environment 

 Defining a term 
 In the context of the present description, [X] refers to [X].  

Detailed Description Strategies 
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 [if software, describe each major software component. 
What is the flow of information? What data structures 
are used?] 
 

 [if physical components, identify resources, hardware – 
necessary for the patentability of software] 
 

 [if block diagram or flow chart, describe each element of 
the diagram or flow chart] 
 

 [if physical structure, identify each element of the 
structure] 
 

Specification Considerations 
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 general boilerplate: The following description of the 
embodiment(s) is merely exemplary (illustrative) in 
nature and is in no way intended to limit the 
invention, its application, or uses.  Additionally, the 
invention may be practiced according to the claims 
without some or all of the illustrative information 

End of Broad Embodiment Section 
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 Describe alternative versions or implementations of 
the invention 

 Think outside of the box of how the invention will be 
implemented: 
 10 years from now 
 In different environments (e.g. home, transportation, business, 

etc.) 

 

Additional Embodiments 
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 Head up display system 
 US7271960 Universal vehicle head up display (HUD) 

device and method for using the same 
 “In view of all the above, it is a purpose of this invention to provide a 

self-contained, universally-compatible, low-cost HUD device that 
can be fitted into any one of a variety of vehicles, including but not 
limited to general aviation aircraft (both airplanes and helicopters), 
commercial or passenger aircraft, private powered boats, 
commercial vessels, passenger ships, trucks, and special-purpose 
land vehicles.” 

Additional Embodiments Example 
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Head up Display 
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 While specific embodiments of the invention have 
been described, it is understood that the present 
invention is not intended to be limited only to such 
embodiments.  Additionally, the scope of the 
preferred embodiment should be defined by the 
following claims and their equivalents.  

End of Description Section 
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Claims 
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 1. [patent class and preamble] 
A table, [transition phrase] 
which comprises: 
 [claim body] a surface; 
 [claim body] one or more support 

legs; 
 [claim body] one or more 

attachments for attaching the one 
or more support legs to the surface, 
wherein the one or more support 
legs are mounted in a direction 
orthogonal to the surface and 
extend downwardly therefrom.  

 
 

Claim Strategy 
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 What are the elements to the invention? 
 How are the elements connected? 
 What is the function of the element? 
 Do the elements move?  

Claim Strategy 
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Claim Strategy 

Jeanne C. Fromer, “Claiming Intellectual Property,” The University of Chicago Law Review, Vol. 76 (2009), available 
at http://lawreview.uchicago.edu/sites/lawreview.uchicago.edu/files/uploads/76.2/76_2_Fromer.pdf. 
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Claim Strategies 
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 Priority and Background: Brief and to the point 
 Summary of the Invention: Claim in lay man’s terms 
 Brief Description of the Drawings: Precisely that 
 Detailed Description: thorough description of the 

invention; how to use the invention; description of 
each figure element 

 Claims: consider having a patent attorney/agent 
draft them 

Overview 
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Questions? 
 

Britten Sessions 
britten@zilkakotab.com 

408-971-2573 

mailto:britten@zilkakotab.com
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